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REMARKS 
Clear Error in the Examiner's Rejections 

The Examiner commits clear error in the rejection of claims 1 -7 under 35 
U.S.C. § 103(a) as unpatentable over Tso, et al., U.S. Patent 6,892,226 (hereinafter 'Tso") 
in view ofPointCast.com (hereinafter "PointCast"). The Examiner asserts that Tso in 
view of PointCast discloses each feature recited in claim 1 . However, the Examiner does 
not indicate text in either Tso or PointCast that illustrates this alleged disclosure of these 
features. In particular, the Examiner does not specifically point out where a Lookup 
Server as recited in claim 1 is disclosed in either Tso or PointCast. Applicant submits 
that the Examiner's contention is clear error. 

Claim 1 recites a Lookup Server configured to provide, in response to said 
access control information, dynamic notification to the browser of the user of the 
availability of the eCommerce service for performing commercial transactions. Access 
control information, as described in the specification, includes a variety of data about the 
user including the groups to which the user belongs, a directory path for storage or 
results, and a user e-mail address (page 10, line 22 to page 11, line 2). The groups 
indicate the services, such as payment services, user profiling services, reporting services, 
and other service provider applications, that the user is authorized to access. "Lookup 
Servers 230 act as a registry for tracking all available services that share the same group 
identification" (page 12, lines 5-9). 

Tso discloses a dynamic advertising module programmed to control the 
display of advertising content on a client device (column 3, lines 48-49), and that the 
advertising content could be any dynamic content, that is, content that is not specifically 
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requested by the user (column 3, lines 5-7). In contrast to applicant's invention, Tso 
discloses that dynamic content is automatically presented in response to a user's request 
for a data object ; the dynamic content is presented in addition to presenting this requested 
data object (column 2, lines 30-33). Tso does not disclose or suggest access control 
information, e.g. information indicating the services the user is authorized to access, and 
does not disclose or suggest a Lookup Server configured to provide dynamic notification 
in response to the access control information. 

PointCast does not overcome this deficiency. PointCast does not disclose 
or suggest notification of the availability of eCommerce services for performing 
commercial transactions, but merely notifies a user of data, such as news, weather, or 
sports scores. Further, PointCast does not disclose or suggest access control information 
including groups indicating services that the user is authorized to access. Hence, the 
hypothetical combination of Tso and PointCast does not disclose or suggest a Lookup 
Server configured to provide, in response to said access control information, dynamic 
notification to the browser of the user of the availability of eCommerce services. A user 
of applicant's inventive system recited in claim 1 receives dynamic notification of 
eCommerce services that are available to the user; the availability is based on the user's 
interest and authorization to access the services, which is determined from the user's 
access control information via a Lookup Server. By contrast, a user of a system 
combining Tso and PointCast would not obtain notification of eCommerce services 
which are both interesting to and accessible by the user. 

Therefore, the Examiner is in error when he states that claim 1 is obvious 
over Tso in view of PointCast. Claims 2-7 depend from claim 1 , each dependent claim 
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incorporating all of the features and limitations of the base claim. Therefore the 
Examiner's rejection of claims 1-7 is clear error, 

Similarly, the Examiner's rejection of claims 8, 9 5 and 1 1 under 35 UJS,C, 
§103(a) as unpatentable over Tso in view of PointCast and "IBM DCE V3.1 for AIX and 
IBM DCE V3J for Solaris" (hereinafter "IBM") is clear error. The Examiner contends 
that Tso in view of PointCast discloses "a database in communication with the network 
server and including user, group and services information, said database storing at least 
client information" but does not provide text in either reference to support this 
contention. Applicant submits that the Examiner's contention is clear error. 

Neither Tso nor PointCast discloses or suggests user, group, service or 
client information or a database storing at least client information. As discussed above, 
Tso discloses presenting dynamic content to a user in addition to the presentation of the 
requested data object (column 2, lines 31-33), so that a user receives content in response 
to a request for a particular data object , not based on user, group, services or client 
information. PointCast also does not teach or suggest user, group, services or client 
information, and does not disclose or suggest a database storing client information. Thus 
the hypothetical combination of Tso and PointCast does not disclose or suggest each and 
every feature of claim 8, IBM does not overcome this deficiency and the Examiner does 
not state otherwise. Claims 9 and 1 1 depend from claim 8, each incorporating all of the 
features and limitations of the base claim. Therefore the Examiner's rejection of claims 
8, 9, and 1 1 is clear error, 
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Conclusion 



Based on the above arguments and remarks, applicant respectfully submits 



that there are clear errors in the Examiner's rejections, Thus, applicant submits that the 
rejections must be reversed* 



Scully, Scott, Murphy & Presser, P.C 
400 Garden City Plaza ~ Suite 300 
Garden City, New York 11530 
Telephone: (516) 742-4343 
Facsimile: (516) 742-4366 

KRV:vh 




Respectfully submitted. 



Katherine R, Vieyra 
Registration No. 47,155 



-5- 



H\Work\ 1 330\ 1 3 36 1 \amend\ 13361 .preappeal brief 



Doc Code: AP.PRE.REQ fto/sb/33 {07/05) 

Approved for use through xxfrx/200x. OMB 0651 -OOxx 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under ihe Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number {Optional) 
13361 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first ciass 
mail in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 



Signature 



Typed or printed 
name 



Application Number 

09/735,058 



Filed 

December 12, 2000 



First Named Inventor 



Janet A. Barn eft, et al 



Art Unit 



3629 



Examiner 



Naresh Vig 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed with 
this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



/Sigr 



I arn the 

| | applicant/inventor. _ 

/ Signature 

□ assignee of record of the entire interest. 
See 37 CFR 3.71 . Statement under 37 CFR 3.73(b) is enclosed. Paul J. Esatto , Jr. 

(Form PTO/SB/96) Typed or printed name 

. 7 attorney or agent of record. 

^ Registration number 30,749 , (516)742-4343 

Telephone number 

attorney or agent acting under 37 CFR 1 .34. 

Registration number if acting under 37 CFR 1 ,34 Jun& 28, 2007 

Date 



NOTE; Signatures of all the inventors or assignees of record of the entire interest or their representative^) are required. 



Submit multiple forms if more than one signature is required, see below*. 









"Total of 1 forms are submitted. 



This collection of information is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 
minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the 
Individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the 
Chief Information Officer, U.S. Patent and Tradeamrk Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO; Mail Step AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
23313-1450, 

if you need assistance in completing the form, call P80Q-PTO-91 $9 and seiect option 2. 



